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RESOURCE MATERIALS

e “Branding & Trade-marks Handbook for
Charitable & Not-for-Profit Organizations’ book
by Terrance S. Carter and U. Shen Goh,

L exisNexis Butterworths, 2006

* “Avoiding Wasting Assets || — Trade-Mark and
Domain Name Protection for Charities” paper by
TerranceS. Carter, presented to the Canadian
Bar Association in April 2004

e Charity Law Bulletins#18 and #43 “ Trade-mark
and Domain Name Protection Primer for
Charities’, available at www.charitylaw.ca

2

NEW DEVELOPMENTSIN BRANDING FOR
CHARITIES

« Brandingisnolonger limited to the business
community, it now extendsto the charitable
sector

e A casein point is cause-marketing, a recent
branding trend that encouragesthe public to
rethink the way they purchasein order to
maketheworld a better place
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e Many businesses now include a section on
their website entitled “ social responsibility”,
“community involvement” or “making a
difference” to evidence their commitment and
connection to worthwhile charitable causes

e Examplesinclude:

— Shop at GAP and support THE GLOBAL
FUND’swork with women and children
affected by AIDSin Africa

— Buy HOME DEPOT products and support
HABITAT FOR HUMANITY seffortsto
build decent and affordable homes for low-
income families

— Eat at STARBUCK S and support the
BOYSAND GIRLSCLUB

— Shop at JCPENNY and support the
YMCA

— Eat aHERSHEY'’S chocolate bar and
support the RED CROSS

WHAT ISBRANDING?

¢ Brandingisthe marking of productsor services
for the purpose of identification, such asthe
“Red Cross” or “Kellogg's’

¢ A brand can be any word, mark, symboal,
design, term or a combination of these

¢ A brand can also comprise of the name, the
product to which the namerelates, the
packaging of the product, the advertising of the
product, and the reputation associated with the
nameor product

www.carters.@ 2 www.charitylaw.@




CARTERS ca

WHY BOTHER BRANDING?

« Historically, ranchersbranded their cattle
and craftsmen branded their pottery to
identify themselves as owners of the cattle or
pottery

* Today, branding also servesto distinguish an
owner’sproducts or servicesfrom those of his
competitors

» Branding also increases market share

» Effective branding can provide a product or
service with a certain prestige, making it so
desirable that consumerswill not settle for
lesser substitutes

» Branding also creates equity in the goodwill
associated with the brand. Brandscan now be
recognized as an asset of a businessand can be
included in calculating the equity of a business

IMPORTANCE OF BRANDING TO CHARITIES

« Thebusiness conceptsor purposes of branding
described in the previous dlide, are equally
applicableto the charitable sector

¢ First, charities can use branding to identify
themselvesto the public asthe owner/provider
of certain servicesand goods

« Second, branding also helpsto distinguish one
charity from another. Thisisespecially
important where a legitimate charity needsto
distinguish itself from illegitimate predatory
charities

www.carters.@
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e Third, branding can help charitiesincrease
their donor base. Thisisespecially useful if the
charity isnational or international, as
branding will help focus the goodwill from
different partsof the country or world into one
charity

» Fourth, branding can help charities create
equity in the goodwill associated with the
brand. Specifically, branding can lead to a
significant licensing valuein the charity’s
trade-marks
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BRANDING, MARKETING AND TRADE-MARKS

* Brandingisan essential element of marketingin
today’s commercial society, including that of
charities

» Branding isthe process of creating a product
identity that permits effective marketing to take
place

» Effective marketing isan essential part of a
successful branding initiative

* Thekey element of successful branding and
marketing, however, isthe careful use of trade-
marks. Without theright trade-mark to serve as
the foundation for a strong brand, effective

marketing cannot take place
11

WHAT ISA TRADE-MARK?

* Atrade-mark isany mark used for the purpose
of distinguishing wares and services
manufactured, sold, leased, hired or performed
from those of others

» A trade-markscan consist of
— A singleword, “Lego”
— A combination of words, “Miss Clairol”
— Alogo or symboal, the big “M” in McDonalds
— A dlogan, “ You Deserve a Break Today”

— A package or container design, “the Coca-
Cola bottle”

— Even atelephone number, “967-1111"

12
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EXAMPLES OF TRADE-MARKSAND
CHARITIES

* Trade-marksarenot only for businesses. Trade-
marks can also be used in the charitable sector,
asillustrated below:

— The corporate name of a charity
“ABC Charity of Canada”
— The operating name of a charity
“ABC Charity”
— Thelogo of acharity
“The Panda from World Wildlife Fund”
— Theemblem or crest of acharity
“Thecrossfor the Canadian Red Cross’
— Theslogan of a charity
“Run for the Cure’
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IMPORTANCE OF TRADE-MARKSTO
CHARITIES

e Trade-marksrepresent the goodwill of a charity
by providing afocal point for:

— Membership

— Developing sponsor ship opportunities
— Enhancing thereputation of the charity
— Facilitating donations for charities

* Trade-marksalso distinguish one charity from
another charity

» Trade-marks have both present and future
marketing valuein relation to the sale of
promotional materials, aswell asgoods and
services

* Trade-markshavelicensing value with regard
tolocal chaptersand in other jurisdictions
14

TRADE-MARK LICENSING
¢ When istrade-mark licensing relevant?

— When acharity issetting up local chapters
and wishes to maintain the owner ship and
control of atrade-mark

— When a charity expandsto other countries
and wishes to maintain owner ship and
control of itstrade-marks

— When a charity permits other organizations
to useitstrade-mark as evidence of
member ship or standar ds be maintained

15
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— When a charity permitsitstrade-mark to
be used in conjunction with an event
conducted by otherson behalf of the
charity

— When aforeign charity issponsoring a
new organization in Canada and wishesto
retain ownership and control of thetrade-
mark

— When a charity entersinto a sponsor ship
agreement with a sponsor
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e Current licensing requirementsfor trade-
marks

— Theremust be alicensing arrangement

— Thelicense arrangement should bein
writing but not necessarily

— License must be granted by the owner of
thetrade-mark

— Owner must maintain direct or indirect
control of the character, quality and use of
thetrade-mark in association with wares
and services

— The Trade-marks Act deemstheuse of a
licensee to be use of the owner

17

» Useand enforcement of thetrade-mark license
— Marking
= |mportant to show that the user isa
licensee
= eg., “Help The Children” isa Reg™ of
“Help The Children International” used
under license by “Help the Children
Canada’
— Enforcement

= Licensee may call on owner totake

proceedings to enfor ce protection of trade-
mark

= Licensee can establish evidence of usefor a
proposed use by licensor

18
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* General licensing consider ations

— Scope of license

— Licensee’'sundertaking

— Quality control

— Controlling use

— Assignment and sub-license

— Licensee'sstanding

19

— Prescribe boundariesfor licensed goods
and services

— Liability concerns

— Maintaining confidentiality

— Royalties

— Termination of license agreement

— Effect of termination of agreement

20

CHARITIES FIDUCIARY DUTIESWITH
RESPECT TO TRADE-MARKS

* Trade-mark isoften one of the most valuable
assets of a charity

» Directorsof acharity have a fiduciary
obligation to protect the trade-mark and good
will of a charity

e Assuch, directorsof acharity need to ensure
that all trade-marksare properly identified,
protected and applied in fulfillment of a
charity’s charitable pur poses

21

www.carters.@ 7 www.charitylaw.@




CARTERS ca

* Trade-marksarefragile assetsthat can belost
or eroded through errorsof commission
and/or omission

e Trade-marksmust beused in a proper
manner to protect and enhancetheir value,
instead of diminishing their value or turning
them into a wasting asset

* Assuch, both directorsand CEQO’s and those
who advise charities need to be familiar with
trade-mark issues

22

HOW TRADE-MARKSBECOME WASTING
ASSETS

e Confusion with pre-existing trade-marks or
trade names

¢ Failuretorestrain unauthorized use of trade-
marksresulting in loss of distinctiveness

— Similar corporate names

— Similar association names

— Similar logos

— Similar domain names on the inter net

¢ Confusion in namesinvolving estate giftsto
charitable associations
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e Failureto properly control licensing of a
trade-mark

¢ Abandonment through lack of use

¢ Limitation on trade-mark rightsasaresult of
not objecting to trade-mark registration by
others

¢ Dilution of trade-mark through inconsistent
use

¢ Trade-marksare used with wares and services
different from those listed in the trade-mark
registration

24
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PROTECTING THE TRADE-MARK

« A “portfolio management” approach in
protecting trade-marksisrequired

e Ensureparallel registrations of thetrade-
marks, trade names, cor porate names and
domain names

¢ Monitor infringement by other competing
trade-marks

¢ Bepro-activein stopping infringement of a
trade-mark

25

¢ Protect an unregistered trade-mark

— Protection under corporate law

— Expunging a competing registered trade-
mark

— “Passing off” action at common law

¢ Protection under the Trade-marks Act for
registered trade-marks

e Ensureproper usage of thetrade-mark

¢ Ensureproper monitoring and enforcement of
trade-marks

¢ Avoid abandonment under common law
26

DISCLAIMER

This handout is provided as an infor mation service by Carters
Professional Corporation. It iscurrent only as of the date of the
handout and does not reflect subsequent changesin law. This handout
isdistributed with the understanding that it does not constitute legal
adviceor establish any solicitor/client relationship by way of the
information contained herein. The contents are intended for general
information purposes only and under no circumstances can berelied
upon for legal decision-making. Readersare advised to consult with a
qualified lawyer and obtain awritten opinion concer ning the specifics
of their particular situation.
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