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INTRODUCTION

e All referencesto “associations’ include both
not-for-pr ofit associations and charitable
associations

« Intellectual property issuesistaking on a
greater significance for associations

¢ Intellectual property can be one of the most
valuable assets of an association

e Those who direct or advise associations need
to be familiar with intellectual property issues

» Associations must ensurethat all assets,
including intellectual property, are properly
identified, protected and applied in fulfillment
of the association’s purpose

Note: For mor e details see attached Checklist
and Resour ce Guide — see also article
entitled “ Avoiding Wasting Assets || —
Trade-Mark and Domain Name Protection
for Charities’ at www.charitylaw.ca
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DIFFERENT TYPESOF INTELLECTUAL
PROPERTY

¢ Trade-marks

— A trade-mark isany mark used for the
purpose of distinguishing wares and services
manufactured, sold, leased, hired or
performed from those of others

— Trade-marks are recognized and protected
at common law but receive additional
protection by registration under the Trade-
marks Act

— Trade-mark isrenewable every fifteen years

4
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— What do trade-marks consist of
* A singleword, eg. “Lego”

« A combination of words, e.g. “Miss
Clairol”

« Alogo or symbal, e.g. thebig“M” in
McDonalds

« A dogan, e.g. “you deserve a break today”

« A package or container design, e.g. “the
Coca-Cola bottle”

« Even atelephone number, e.g. “967-1111"

— Type of trade-mark involving associations
« The corporate name of an association
“ABC Association of Canada”
« The operating name of an association
“ABC Association”
« Thelogo of an association
“The Panda from World Wildlife Fund”
e Theemblem or crest of an association
“The crossfor the Canadian Red Cross’
* Thedogan of an association
“Run for the Cure”

6

« Copyrights

— Copyright isthe soleright to reproduce an
original work of art, music, drama,
literatur e, photographs, manuscripts,
computer programs, etc.

— Do not need to register a copyright,
although it maybe advisable to establish an
official record

— Generally a copyright existsfor thelife of
the author and 50 year s ther eafter

— A copyright and a trade-mark may co-exist

7
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¢ Patents

— A patent isa statutory protection given to
an inventor to make, use and sell to others
the invention that he or she hascreated

— An invention is defined as any new and
useful art, process, machine, manufacture
or composition of matter, or any new and
useful improvement in such

— Patent protection extendsfor up to 20 years
from the date of the application

e Industrial designs

— Provides an exclusiverightsto apply an
ornamental design to an article of
manufacture, such as a shape of a bottle

e Trade secrets

— A trade secret isa common law protection
arising out of a fiduciary obligation to act in
good faith

— Information that is secret to the owner that
can be used in the operation of a business or
other enterprise

— e.g. therecipefor the coca-cola soft drink isa
trade secret
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* Registered topography (micro-chips)

— Provides exclusiverightsto reproduce and
manufacture the topography (i.e. three
dimensional configuration) of integrated
circuits, e.g. computer chips

— Application must be filed within 2 years of
first commercial exploitation of the
topography
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WHY ARE TRADE-MARKSIMPORTANT TO
ASSOCIATIONS?

e Trade-marksrepresent the goodwill of an
association by providing a focal point for

— Membership

— Developing sponsor ship oppor tunities
— Enhancing the reputation of the association

— Facilitating donations for charitable
associations

¢ Trade-marksdistinguish one association from
another

« Trade-marks have both present and future
marketing valuein relation to the sale of
promational materials, aswell as goods and
services

e Trade-marks have licensing value with regard
to local chaptersand in other jurisdictions

« Trade-marks, though, arefragile assets that
can belost or seriously eroded through errors
of commission and/or omission

* |tisessential that trade-marksbeused in a
proper manner, to enhance and protect their
valueinstead of diminishing their value

12

THE DIFFERENCES BETWEEN TRADE-MARKS

AND TRADE NAMES

¢ A trade nameisthe nameunder which a
businessiscarried on

— Itisthe corporate or business name of an
entity as opposed to the trade-mark

— A tradename and atrade-mark can be one
and the same

— An example of atrade nameis*“ The Coca-
Cola Company”, whereas“Coke” isa
trade-mark

e The Trade-marks Act does not provide for
registration of atrade name unlessit isatrade-
mark

13
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e Instead trade names areregistered as

— Corporate names under either provincial or
federal incor porating legidlation

— Business names under applicable provincial
legislation

* Regigtration of atrade name as either a
corporate name or a business nameis for
public information purposes

* Registration of a cor porate name or business
name does not give trade-mark protection

* Anowner of atrade name still has common
law rightsto the trade name based upon
entitlement to restrain other s from “passing
off” on the goodwill of atrade name

14
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HOW TRADE-MARKSBECOME WASTING
ASSETS

¢ Confusion with pre-existing trade-marks or
trade names

¢ Failuretorestrain unauthorized use of trade-
marksresulting in loss of distinctiveness

— Similar corporate names

— Similar association names

— Similar logos

— Similar domain names on theinternet

¢ Confusion in namesinvolving estate giftsto

charitable associations
15

« Failureto properly control licensing of a
trade-mark

¢ Abandonment through lack of use

e Limitation on trade-mark rightsasa result of
not objecting to trade-mark registration by
others

¢ Dilution of trade-mark through inconsistent
use

¢ Trade-marksare used with wares and services
different from thoselisted in the trade-mark
registration

www.carters.@
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TRADE-MARK PROTECTION AND THE
COMMON LAW

Common law provides protection torestrain a
competitor from passing off its goods or
services under the trade-mark of another

The cause of action at common law iscalled a
“passing off” action

Common law protection of a trade-mark does
not requirethat the trade-mark beregistered

However, trade-mark rights at common law
are mor e difficult to establish and enforce

Terrance S. Carter, B.A., LL.B.

THE ADVANTAGES OF TRADE-MARK
REGISTRATION

Trade-mark registration providesa
presumption of a valid trade-mark

Trade-mark registration is effective
throughout Canada

Trade-mark registration permits enforcement
across Canada

Trade-mark registration providesthe
exclusiveright to use the trade-mark with
respect to itsgoods or services

Trade-mark registration gives public notice of
the trade-mark

A trade-mark registration can become
incontestable in some situations

Failureto obtain trade-mark registration
may result in a limitation of trade-mark
rights

Trade-mark registration can assist in
protecting a domain name on the inter net

Trade-mark application in Canada permits
convention filing in other “Convention”
countries

Trade-mark registration facilitates obtaining
trade-mark registration in other
“Convention” countries

19
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THE ACQUISITION OF TRADE-MARK RIGHTS

A trade-mark registration confirms and
enhances existing trade-mark rights

Registration not essential

— A trade-mark registration is not essential to
acquirerightsin atrade-mark

— An owner of atrade-mark hastheright to
prevent the subsequent use of a confusing
trade-mark by another but only in the
geographic area of usage

Terrance S. Carter, B.A., LL.B.

First use of atrade-mark generally establishes
priority

— Subject to earlier filing of proposed use of
trade-mark

— Thereisno minimum length of timethat a
trade-mark must be used

— Trade-mark use must be continued and not
abandoned

BARRIERS TO TRADE-MARK
REGISTRABILITY

“Primarily merely” the name of an individual
whoisliving or hasdied within the proceeding
thirty years

Clearly descriptive or deceptively misdescriptive

It isthe name of any of the goods or servicesin
connection with itsuse

Confusing with other trade-marks

Confusing with official mark under Section 9 or
10 of the Trade-marks Act

Must relate to services and/or wares provided
by the association

22
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THE SELECTION OF TRADE-MARKSFOR
ASSOCIATIONS

¢ Inherently strong marks
— Coined wordslike“ Xerox” or “Exxon”
¢ Inherently weak marks
— Dictionary wordslike“ Super Glue’
e Suggestive marks
— “Shakeand Bake”
e Compound work marks
— “Coca-Cola”

e Marksthat have acquired a secondary
meaning

— “Fridgedaire”
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THE IMPORTANCE OF CONDUCTING
TRADE-MARK SEARCHES

¢ When todo atrade-mark search

— For existing unregister ed trade-marks before
proceeding to trade-mark registration

— For futuretrade-marks or logos

— For future corporate names or amended
corpor ate names

— For future operating names of an association

— For internet domain names

— For associationsthat are licensing their
names

24

¢ Why conduct a trade-mark search?

— Todeterminethe strength of an existing
unregistered trade-mark

— Todetermineif there are any pre-existing
trade-marksthat are confusing and should
either be avoided or challenged (within 5
years)

— Todetermine the extent of future wares and
services left open for expansion of trade-
mark registration

— Toavoid trade-mark infringement and
potential lawsuits

25
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e Typesof trade-mark searches

— Trade-mark office for registered trade-
marks

— Trade name and common law search

e Thetrade-mark registrability opinion

« Expunging competing trade-marks

— Expungement based upon non-use

— Expungement based upon earlier use

THE BASISFOR OBTAINING ORDINARY
TRADE-MARK REGISTRATION

¢ Usein Canada

e Proposed use

* Registration in foreign countries

¢ Making known in Canada

e Combination application

FILING AND PROSECUTING TRADE-MARK
APPLICATIONS

¢ What does a trade-mark application cover?

— A separate trade-mark application must be
filed for each trade-mark

— However, onetrade-mark application can
cover both wares and services

— Thereisno limit to the number of wares
and services that can beincluded in one
application
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¢ When tofilethetrade-mark application

— A proposed use application would allow
the date of filing to become the priority
dateinstead of the subsequent date of
actual usage

— If atrade-mark application has been filed
in another “ Convention” country within
six months, the association can claim the
earlier filing date asthefiling date for the
Canadian trade-mark application

* The contentsof atrade-mark application

* Amendmentsto atrade-mark application

« Examination by the trade-marks office

* Advertisement in the trade-mark journal

¢ Allowance of atrade-mark

e After trade-mark registration

THE IMPORTANCE OF FOREIGN TRADE-
MARK REGISTRATION

e Each country requires separate trade-mark
registration

¢ IntheUnited States, thereisa class system
requiring separateregistration in each class

¢ Inthe European Union, a single registration
can befiled for all member countries

* Member countriesto international
conventions can claim priority date asthe
filing date of a trade-mark in another
convention country

31
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SECTION 9 OFFICIAL MARKS
¢ What isa Section 9 Official Mark?

— Section 9(1)(n)(iii) of the Trade-marks Act
prohibits anyone from using an Official
Mark of a public authority in association
with any wares or servicesin Canada

— Exampleisthe olympic symbol for The
Canadian Olympic Association

¢ Theadvantages of a Section 9 Official Mark

— Allows the owner to prohibit anyone else
from using the mark for any wares or
services

32

* Recent court decisions concerning the
definition of “ public authority”

— Must befor the benefit of the public

— Must have a significant degr ee of
government contr ol

e Thefuturefor Section 9 Official Marksfor
charitable associations

— It isnow moredifficult for charitiesto
qualify as public authorities

— Charitable associations with existing section
9 Official Marks should secure parallel
trade-mark registrations

33

CERTIFICATION MARKS

¢ A certification mark isatrade-mark that the
owner licensesto othersto useto distinguish
wares or servicesthat are of a defined
standard with respect to

— The quality of the wares or services

— Themarket conditions under which the
wares are produced or the services
performed
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— Theclass of persons producing the wares or
performing the services from wares or
servicesthat are not of such a defined
standard

* A registered owner of a certification mark
cannot bethe user of the mark, but may only
license othersto use the trade-mark when
satisfied that thelicensee deals in war es or

provides services that meet the defined
standard

« Examplesof certification marksinclude:
— Good Housekeeping Seal of Approval

— Canadian Standar ds Assoc. i.e. CSA
approved mark

— Swiss Chocolate

— Stilton Cheese

— VQA Vintners Quality Alliance

— Canadian Dental Association Recognized
Seal

— Canadian Counselling Association, i.e. CCC

36

¢ Liability associated with certification marks

— Noreported cases of liability for failing to hold
a licensee to the standards claimed

— Liability still existsasthird parties could
potentially sue for damages arising from
reliance on owner’srepresentation that the
certification marks attest to a certain standard

— Third parties could also file a complaint with
Canadian Intellectual Property Office so that
the certification mark might be expunged or
not renewed on its fifteenth anniversary

— Ownersof certification marks must monitor
and enforce standards
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TRADE-MARKSAND INTERNET DOMAIN
NAMES
¢ Conflicts between domain names and trade-
marks
— Thereisalimited number of internet
domain names

— There can be multiple similar trade-marks

— Both ICANN and CIRA have paliciesto
resolve disputes between domain names
and trade-marks

e Securing and protecting domain names

¢ Contesting existing domain namesthat the
association hasfailed to secure

¢ Licensing of domain name may be appropriate
in certain situations
38

TRADE-MARK LICENSING
e When istrade-mark licensing relevant?

— When an association is setting up local
chapters and wishes to maintain the
owner ship and control of a trade-mark

— When an association expands to other
countries and wishes to maintain owner ship
and control of itstrade-marks

— When an association per mits other
organizationsto useitstrade-mark as
evidence of member ship or standardsbe
maintained

— When an association permitsitstrade-mark
to beused in conjunction with an event
conducted by others on behalf of the
association

39

— When aforeign association is sponsoring a
new organization in Canada and wishesto
retain ownership and control of thetrade-
mark

— When an association entersinto a
sponsor ship agreement

e Licensing requirementsprior to June 9, 1993
—had to filearegistered user agreement with
CIPO

¢ Licensing requirements after June 9, 1993
—no longer necessary to have aregistered
user agreement

www.carters.@w 13 www.charitylaw.@w




CARTERS ca

marks

thetrade-mark

and services

a1

Current licensing requirements for trade-

— Theremust be alicensing arrangement

— Thelicense arrangement should bein
writing but not necessarily

— License must be granted by the owner of
— Owner must obtain direct or indirect

control of the character, quality and use of
thetrade-mark in association with wares

— The Trade-marks Act deemsthe use of a
licensee to be use of the owner

— Marking

licensee

Canada”
— Enforcement

mark

proposed use by licensor

42

Use and enforcement of the trade-mark license

e Important to show that theuser isa
e eg., “Help The Children” isa Reg™ of

“Help The Children International” used
under license by “Help the Children

¢ Licensee may call on owner to take
proceedings to enfor ce protection of trade-

« Licensee can establish evidence of usefor a

General licensing consider ations
— Scope of license

— Licensee'sundertaking

— Quality control

— Controlling use

— Assignment and sub-license

— Licensee's standing

www.carters.@
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— Prescribe boundariesfor licensed goods
and services

— Liability concerns

— Maintaining confidentiality

— Royalties

— Termination of license agreement

— Effect of termination of agreement

PROPER USE OF TRADE-MARKS

Ensure continued usage

Ensure proper marking

Ensure identification of license arrangement
Trade-marks should be distinctive

Trade-marks should be used as an adjective,
not a noun

Trade-marks may need to be followed by
generic name

Trade-marks should avoid plural or possessive
applications and maintain consistency

Essential to file and show change of name of
trade-mark owner

Other wares/services may requir e extension of
thetrade-mark registration

Importance of education concerning trade-
mark use with the staff and board of an
association

46
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PROTECTING THE TRADE-MARK

* Ensureparalle registrations of the trade-
marks, trade names and cor por ate names

* Monitor infringement by other competing
trade-marks

« Bepro-activein stopping infringement of a
trade-mark

47

* Protect an unregistered trade-mark

— Protection under corporate law

— Expunging a competing registered trade-
mark

— “Passing off” action at common law

¢ Protection under the Trade-marks Act for
registered trade-marks

¢ Ensureusage of thetrade-mark

¢ Abandonment under common law

48

CONCLUSION

e Intellectual property is an essential asset of an
association

¢ Trade-marksneed to beidentified, licensed and
enfor ced

e Trade-markscan belost if they are not
properly protected

« An association needsto be pro-activein
protecting itstrade-marksor risk losing its
trade-mark rights by default

* Registration of a cor porate name or business
name does not by itself give trade-mark
protection

49
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Act for Official Marks

isoperating

e Trade-mark rightsexist at common law but
thoserights should be protected by trade-
mark registration under the Trade-marks Act

e Thereisenhanced trade-mark protection
available for those associations that qualify
as public authoritiesunder the Trade-marks

e Separatetrade-mark registration must be
donein each country in which the association

marks

immediately challenged

51

e Itisessential to properly use and licensetrade-

¢ Aninfringement of atrade-mark by others,
even if done unintentionally, must be

¢ Theboard membersand executive staff of an
association need to beinformed of the
importance of trade-mark rights

* In addition to obtaining a trade-mark
registration, an association should secure a
domain name as soon as possible using its
trade-mark as part of the domain name

DISCLAIMER

This handout is provided as an information service by Carter &

Associates. Itiscurrent only as of the date of the handout and does not
reflect subsequent changesin law. Thishandout is distributed with the
understanding that it does not constitute legal advice or establish the
solicitor/client relationship by way of any information contained herein.
The contents are intended for general information purposes only and
under no circumstances can berelied upon for legal decision-making.

© 2005 Carter & Associates

Readers are advised to consult with a qualified lawyer and obtain a
written opinion concerning the specifics of their particular situation.
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